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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 2, 
2010 has been entered. 

Response to Amendment 

2. This is in response to Applicant(s) arguments filed on 05/1 1/201 0. 

• The following is the current status of claims: 

Claims 25, 35 and 43 have been cancelled. Claims 24, 26-34, 36-42 and 
44-49 remain pending for examination, with claims 24, 26, 33, 34, 36, 
4'1, 42, 44, and 49 being independent. Claims 24, 26, 33, 34, 36, 41, 42, 
44 and 49 have been amended. 

• Response to Remarks/Arguments: 

(1) Applicant's arguments with regarding to claims 24-29 rejection under 
112, first paragraph, page 12-14, Remarks/Arguments, 05/11/2010, have 
been fully considered and are persuasive. The rejections of claims 29-44 
under 35 U.S.C. § 1 12 First Paragraph are withdrawn from the record. 
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(2) Applicant's arguments with respect to the rejection of claims 24-49 
under 35 U.S.C. 102(b) and 103(a) have been fully considered but are 
moot in view of the new ground(s) of rejection due to the amendments. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 24, 31 , 34 and 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Takeda et al (US 5,845,057) in view of Kakutani (US 6,817,794). 

Regarding claim 24. 

Takeda discloses an image forming apparatus comprising: a storage unit (referring to 
Document Managing Table storage 420 of Fig. 12) configured to store user-input 
setting information that indicates when not to print with a substitute recording medium 
when a size of a recording medium indicated by a print instruction is unavailable 
(referring to Fig. 12, user-input instruction is stored in to the table specifying in 
substitutive paper for certain size of paper when it becomes unavailable, or 
invalid when indicated by print instruction, i.e. paper is depleted in Fig. 8, col 11, 
lines 24-35, and when print paper is depleted, and col 15, lines 39-50); 
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a processor (referring to Controller 410 of Fig. 2 and Printer of Fig. 3, a processor 
is an inherent property of Printer and Controller) configured to determine whether or 
not to use the substitute recording medium based on the user-input setting information 
(referring to Fig. 20, Step 14 determines for substitutive printing in accordance 
with user's instruction, col 14, line 48 to col 15, line 10), and to execute the print 
instruction by automatically changing a size of the recording medium indicated by the 
print instruction to the size of the substitute recording medium when the size of the 
recording medium indicated by the print instruction is not available and the user-input 
setting information causes the processor to print with the substitute recording medium 
(i.e. "If the substitutive paper size is designated, the printing using the paper size 
is continued", col 15, lines 39-50; that is, the controller executes the printing 
when the substitute paper size is in place in accordance with user's instruction); 
and a printing unit configured to print an image on the recording medium or the 
substitute recording medium as indicated by the processor (i.e. "If the substitutive 
paper size is designated, the printing using the paper size is continued", col 15, 
lines 39-50 and step S19 of Fig. 20; that is to say, the printing unit is configured to 
print image on the substitute paper as controlled by the controller). 

Takeda does not disclose wherein after priming of a print job corresponding the 
prim instruction has begun, the processor is configured to regard the user-input setting 
information as invalid and to cause a same size of the recording medium or the 
substitute recording medium to be used for all of a plurality of pages in the print job 
corresponding to the print instruction. 
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In the same field of endeavor, Kakutani teaches wherein after priming of a print 
job corresponding the prim instruction has begun, the processor is configured to regard 
the user-input setting information as invalid (referring to Fig. 7, Function Registration 
Judgment Unit 22 does validating/invalidating a user-input instruction, i.e. 
pressing a alternative print switch; that is to say, Judgment Unit 22 can invalidate 
a user instruction, col 8, line s 19-29) and to cause a same size of the recording 
medium or the substitute recording medium to be used for all of a plurality of pages in 
the print job corresponding to the print instruction (Katutani provides teachings of 
using alternative paper for printing when an initial paper becomes unavailable, 
i.e. referring to Fig. 1, and col 5, lines 16-27, and Fig. 3, col 7, lines 19-38). 

Prior art Takeda' 057 discloses a printing process method for a plurality of 
printing apparatus connected to a network, where user-input setting information 
regarding paper size and alternative size are stored in a memory, i.e. information is 
stored in to a document managing table 420, and determining whether or not alternative 
paper based on user-input setting information automatically changing paper size. Prior 
art Kakutani discloses a printing apparatus in which a judgment function is provided to 
invalidate a user-input instruction and to use alternative paper to continue printing 
process when the original specified paper becomes unavailable. Thus, both prior arts 
are in the same field of endeavor and combinable. Therefore, giving some teaching, 
suggestion, or motivation in the prior art, it would have led one of ordinary skill to modify 
the prior art reference or to combine prior art reference teachings to arrive at the 
claimed invention. 
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Having an image forming apparatus of Takeda' 057 reference and then given the 
well-established teaching of Kakutani' 794 reference, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the image 
forming apparatus of Takeda' 057 reference to include "wherein after priming of a print 
job corresponding the prim instruction has begun, the processor is configured to regard 
the user-input setting information as invalid and to cause a same size of the recording 
medium or the substitute recording medium to be used for all of a plurality of pages in 
the print job corresponding to the print instruction" as taught by Kakutani' 794 reference. 
The motivation for doing so would have been to prevent any thoughtless and wrong 
instruction mistakenly entered by the user (col 8, lines 28-20, Kakutani), and to ensure 
the printing process can be carried on in an effective way, and further the disclosure 
provided could easily be established for one another with predictable results. 

Regarding claim 31, of claim 24. 

Takeda discloses wherein the processor is configured to stop printing when the 
size of the recording medium indicated by the print instruction is used for a first page of 
the print job and subsequently becomes unavailable (i.e. "If the error detection 
portion 404 detects the occurrence of the depletion of paper having the size 
designated by the user, the following operation may be performed", col 36-38; 
that is, when the absence or unavailable or depletion of paper having the size 
specified by the user of specified paper size is detected, the printing is stopped 
because there is an error; then a serial operation is performed, i.e. error analysis, 
using substitutive medium, etc.). 
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Regarding claim 34. 

Claim 34 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 24, with identical features 
corresponding directly to the function of device elements in claim 24. Thus claim 34 is 
rejected as set forth above for claim 24. 

Regarding claim 42. 

Claim 42 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 24, with method steps 
directly corresponding to the function of device elements in claim 24. Thus, claim 42 is 
rejected as set forth above for claim 24. 

5. Claims 27, 29, 37, 39, 45 and 47 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable overTakeda et al (US 5,845,057) in view of Kakutani (US 6,817,794) as 
applied to claims 24, 34 and 42 above and further in view of de Koning et al (US 
6,266,512). 

Regarding claim 27, of claim 24. 

Takeda does not disclose wherein the user-input setting information indicates a 
default size of the substitute recording medium. 

However, in the same field of endeavor, de Koning teaches wherein the user- 
input setting information indicates a default size of the substitute recording medium (i.e. 
"If input documents are of different size from the default substrate, then the 
printed image is often cropped or, alternatively, too small for the output 
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substrate. It would be advantageous if the substrate bin default selection was 
automatically adjusted to select the bin with the substrate size that most closely 
corresponds in size to the input documents"; that is, user or an operator 
designated a default substrate with most closely corresponding size for printing. 
Thus, one skill in the art would use a default size in a substitutive printing 
apparatus for printing process, col 1, lines 14-45). 

Having an image forming apparatus of Takeda '057 reference and then given the 
well-established teaching of de Koning '512 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Takeda 
'057 reference by applying the known technique of" the user-input setting information 
indicates a default size of the substitute recording medium " as taught by de Koning 
'512 reference. The motivation for doing so would have been to improve the system 
throughput and thus to improve the productivity (col 9, lines 41-67, de Koning), and 
further the disclosure provided could easily be established for one another with 
predictable results. 

Regarding claim 29, of claim 24. 

Takeda does not disclose wherein the user-input setting information indicates 
that a size of the substitute recording medium is an available size nearest to the size of 
the recording medium indicated by the print instruction. 

In the same field of endeavor, de Koning teaches wherein the user-input setting 
information indicates that a size of the substitute recording medium is an available size 
nearest to the size of the recording medium indicated by the print instruction (i.e. "It 
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would be advantageous if the substrate bin default selection was automatically 
adjusted to select the bin with the substrate size that most closely corresponds in 
size to the input documents"; that is, one skill in the art would choose the most 
closely corresponding size, or the nearest size of substrate or paper as 
substitutive medium when the desired paper size is run out, to prevent any data 
lost due to printing, col 1, lines 14-45). 

Having an image forming apparatus of Takeda '057 reference and then given the 
well-established teaching of de Koning '512 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Takeda 
'057 reference by applying the known technique of "the user-input setting information 
indicates that a size of the substitute recording medium is an available size nearest to 
the size of the recording medium indicated by the print instruction" as taught by de 
Koning '512 reference. The motivation for doing so would have been to improve the 
system throughput and thus to improve the productivity (col 9, lines 41-67, de Koning), 
and further the disclosure provided could easily be established for one another with 
predictable results. 

Regarding claim 39, of claim 34. 

Claim 39 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 29, with identical features 
corresponding directly to the function of device elements in claim 39. Thus claim 39 is 
rejected as set forth above for claim 29. 

Regarding claim 45, of claim 42. 
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Claim 45 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 27, with method steps 
directly corresponding to the function of device elements in claim 27. Thus, claim 45 is 
rejected as set forth above for claim 27. 

Regarding claim 47, of claim 42. 

Claim 47 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 29, with method steps 
directly corresponding to the function of device elements in claim 29. Thus, claim 47 is 
rejected as set forth above for claim 29. 

6. Claims 28, 32, 38 and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeda et al (US 5,845,057) in view of Kakutani (US 6,81 7,794) as 
applied to claims 24, 34 and 42 above and further in view of Shukunami et al (US 
5,031,116). 

Regarding claim 28, of claim 24. 

Takeda does not disclose wherein the user-input setting information indicates 
that a size of the substitute recording medium is larger in size than the size of the 
recording medium indicated by the print instruction. 

However, in the same field of endeavor, Shukunami teaches wherein the user- 
input setting information indicates that a size of the substitute recording medium is 
larger in size than the size of the recording medium indicated by the print instruction 
(i.e. "if an image formation request corresponding to the ST size is received, and 
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the paper P of the ST size is not present, paper P of ST, LG, or LD size, larger 
than the paper of the ST size, may be used as a substitute"; col 13, lines 54-58). 

Having an image forming apparatus of Takeda '057 reference and then given the 
well-established teaching of Shukunami '116 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Takeda 
'057 reference by applying the known technique of "the user-input setting information 
indicates that a size of the substitute recording medium is larger in size than the size of 
the recording medium indicated by the print instruction" as taught by Shukunami '116 
reference. The motivation for doing so would have been to improve the image 
reproduction quality by preventing any data lost in printing (col 1, lines 51-61, 
Shukunami), and further the disclosure provided could easily be established for one 
another with predictable results. 

Regarding claim 32, of claim 28. 

Takeda discloses wherein the processor is configured to restart printing when 
one or more recording media of the size indicated by the print instruction is provided 
(referring to Figs. 12 and 20, "If the substitutive paper size is designated, the 
printing using the paper size is continued", col 15, line 39-50). 

Regarding claim 38, of claim 34. 

Claim 38 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 28, with identical features 
corresponding directly to the function of device elements in claim 28. Thus claim 38 is 
rejected as set forth above for claim 28. 
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Regarding claim 46, of claim 42. 

Claim 46 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 28, with method steps 
directly corresponding to the function of device elements in claim 28. Thus, claim 46 is 
rejected as set forth above for claim 28. 

7. Claims 30, 40 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takeda et al (US 5,845,057) in view of Kakutani (US 6,81 7,794) as applied to 
claims 24, 34 and 42 above and further in view of Yoshida (US 5,917,612). 
Regarding claim 30, of claim 24. 

Takeda does not disclose wherein the user-input setting information indicates 
that a size of the substitute recording medium is A4 when the size of the recording 
medium indicated by the print instruction is letter. 

However, in the same field of endeavor, Yoshida teaches wherein the user-input 
setting information indicates that a size of the substitute recording medium is A4 when 
the size of the recording medium indicated by the print instruction is letter (i.e. "a case 
where A4 size is transmitted as the regular format paper size transmission if the 
length in the main scanning direction is 216 mm, the letter size may be 
considered as the regular format paper size"; col 21, lines 58-62 and "instruction 
whether or not the transmission with the regular format paper size is selected is 
considered. However, as the regular format paper having the main scanning 
directional length of 216 mm, there are A4 size (210 mm x 297 mm), letter size 
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(216 mm.times.279 mm) and legal size (216 mm.times.256 mm)", col 23, lines 42- 
49; one skill in the art would set information to indicate to use A4 as a 
substitutive medium for letter size medium because the size of A4 is a most 
closest corresponding to the letter size). 

Having an image forming apparatus of Takeda '057 reference and then given the 
well-established teaching of Shukunami '116 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Takeda 
'057 reference by applying the known technique of " wherein the user-input setting 
information indicates that a size of the substitute recording medium is A4 when the size 
of the recording medium indicated by the print instruction is letter " as taught by 
Shukunami '116 reference. The motivation for doing so would have been to improve the 
image reproduction quality to preventing any data lost in printing by using similar 
medium size in printing (col 1 , lines 51 -61 , Shukunami), and further the disclosure 
provided could easily be established for one another with predictable results. 

Regarding claim 40, of claim 34. 

Claim 40 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 30, with identical features 
corresponding directly to the function of device elements in claim 30. Thus claim 40 is 
rejected as set forth above for claim 30. 

Regarding claim 48, of claim 30. 

Claim 48 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 30, with method steps 
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directly corresponding to the function of device elements in claim 30. Thus, claim 48 is 
rejected as set forth above for claim 30. 

8. Claims 33, 41 and 49 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Takeda et al (US 5,845,057) in view of Hattori (US 6,51 2,599). 
Regarding claim 33. 

Takeda teaches the claim limitation discussed in claim 24. 

Takeda does not discloses wherein after printing of a print job corresponding to 
the print instruction has begun, the processor is configured to not change a size of the 
recording medium indicated by the print instruction to the size of the substitute recording 
medium even if the user-input setting information would cause the processor to print 
with the substitute recording medium. 

In the same field of endeavor, Hattori teaches wherein after printing of a print job 
corresponding to the print instruction has begun, the processor is configured to not 
change a size of the recording medium indicated by the print instruction to the size of 
the substitute recording medium even if the user-input setting information would cause 
the processor to print with the substitute recording medium (referring to Fig. 11, Step 
S1030 determining whether or not the size is matched with the paper size in tray 
1, if it is positive, the tray 1 paper is supplied and printing step S430 is executed, 
col 22, lines 35-45; that is to say, no change in paper size for printing). 

Prior art Takeda' 057 discloses a printing process method for a plurality of 
printing apparatus connected to a network, where user-input setting information 
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regarding paper size and alternative size are stored in a memory, i.e. information is 
stored in to a document managing table 420, and determining whether or not alternative 
paper based on user-input setting information automatically changing paper size. Prior 
art Hattori discloses a facsimile transmission system of Fig. 1 and a printing apparatus 
of Fig. 2(a) in which a process step determines whether or not the specified paper size 
is matched for printing. Thus, both prior arts are in the same field of endeavor and 
combinable. Therefore, giving some teaching, suggestion, or motivation in the prior art, 
it would have led one of ordinary skill to modify the prior art reference or to combine 
prior art reference teachings to arrive at the claimed invention. 

Having an image forming apparatus of Takeda' 057 reference and then given the 
well-established teaching of Hattori' 599 reference, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the image 
forming apparatus of Takeda' 057 reference to include "wherein after printing of a print 
job corresponding to the print instruction has begun, the processor is configured to not 
change a size of the recording medium indicated by the print instruction to the size of 
the substitute recording medium even if the user-input setting information would cause 
the processor to print with the substitute recording medium" as taught by Hattori' 599 
reference. The motivation for doing so would have been to prevent image data 
misprints, and further the disclosure provided could easily be established for one 
another with predictable results. 

Regarding claim 41 . 
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Claim 41 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 33, with identical features 
corresponding directly to the function of device elements in claim 33. Thus claim 41 is 
rejected as set forth above for claim 33. 

Regarding claim 49. 

Claim 49 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 33, with method steps 
directly corresponding to the function of device elements in claim 33. Thus, claim 49 is 
rejected as set forth above for claim 33. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 26, 36 and 44 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Takeda et al (US 5,845,057). 

Regarding claim 26. 

Takeda discloses an image forming apparatus comprising: a storage unit (referring to 
Document Managing Table storage 420 of Fig. 12) configured to store user-input 
setting information that indicates when not to print with a substitute recording medium 
when a size of a recording medium indicated by a print instruction is unavailable 
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(referring to Figs. 12 and 19, user-input instruction is stored in to the table 
specifying in substitutive paper for certain size of paper when it becomes 
unavailable, or invalid when indicated by print instruction, i.e. paper is depleted in 
Fig. 8, col 11, lines 24-35, and when print paper is depleted, and col 15, lines 39- 
50); a processor (referring to Controller 410 of Fig. 2 and Printer of Fig. 3, a 
processor is an inherent property of Printer and Controller) configured to determine 
whether or not to use the substitute recording medium based on the user-input setting 
information (referring to Fig. 20, Step 14 determines for substitutive printing in 
accordance with user's instruction, col 14, line 48 to col 15, line 10), and to 
execute the print instruction by automatically changing a size of the recording medium 
indicated by the print instruction to the size of the substitute recording medium when the 
size of the recording medium indicated by the print instruction is not available and the 
user-input setting information causes the processor to print with the substitute recording 
medium (i.e. "If the substitutive paper size is designated, the printing using the 
paper size is continued", col 15, lines 39-50; that is, the controller executes the 
printing when the substitute paper size is in place in accordance with user's 
instruction); and a printing unit configured to print an image on the recording medium 
or the substitute recording medium as indicated by the processor (i.e. "If the 
substitutive paper size is designated, the printing using the paper size is 
continued", col 15, lines 39-50 and step S19 of Fig. 20; that is to say, the printing 
unit is configured to print image on the substitute paper as controlled by the 
controller), wherein the processor is configured to cause a same size of the recording 
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medium or the substitute recording medium to be used for all of a plurality of pages in a 
print job corresponding to the print instruction (referring to Figs 19 and 20, "If the 
substitutive paper size is designated, the printing using the paper size is 
continued", that is, the printing process of using substitutive paper is continued; 
col 15, lines 39-50). 

Regarding claim 36. 

Claim 36 is directed to an image forming apparatus which substantially 
corresponds to the operation of the device in claim 26, with identical features 
corresponding directly to the function of device elements in claim 26. Thus claim 36 is 
rejected as set forth above for claim 26. 

Regarding claim 44. 

Claim 44 is directed to a method of printing in an image forming apparatus which 
substantially corresponds to operation of the device in claim 26, with method steps 
directly corresponding to the function of device elements in claim 26. Thus, claim 44 is 
rejected as set forth above for claim 26. 
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